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DETAILED ACTION 

1 . This office action is in response to the amendment filed 01/09/2007. 

2. Claims 1-15, 27, 28 and 33 are pending in this office action. 

Response to Amendment 

3. Applicant's arguments filed 01/09/2007 have been fully considered but they are 
not persuasive. See Response to Arguments. As such, the grounds of rejection 
presented in the 10/18/2006 office action, are respectfully maintained. 

Claim Rejections • 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-3, 5, 10, 11, 27 and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 5,760,916 by Dellert et al. (Dellert). 

6. With respect to Claims 1 , 1 0 and 33, Dellert teaches a method of printing a 
trusted image, comprising: 

an individual user electronically contacting an agency, soliciting an image 
depicting the user stored in an archive maintained by said agency (Col. 8 line 53 - Col. 9 
line 6, Col. 9 lines 25-34 and Col. 1 lines 4-9: user electronically contacts hub station, 
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which archives the users images, to request an image or images. The scope of 
photography and user's photographs would include images depicting the user). 

electronically receiving said image from said contacted agency (Col. 9 lines 23- 

34); 

printing a document incorporating said image (Col. 9 lines 23-49). 

Dellert does not explicitly state the agency maintaining the archive is a 
governmental agency. However, as noted by applicant (Page 7 of the remarks), one 
skilled in the art would recognize that an image archive is the same regardless of the 
entity maintaining the image archive. As such, an agency maintaining the image 
archive as taught by Dellert would be the same as a governmental agency maintaining 
an image archive. 

Based on this, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have an individual user electronically contacting a 
governmental agency, soliciting an image depicting the user stored in an archive 
maintained by said governmental agency and electronically receiving said image from 
said contacted governmental agency. It is desirable to allow users to remotely access 
images regardless of the type of agency storing those images (Col. 2 lines 1 1-27). The 
type of agency/entity is descriptive and does not form a patentable distinction. 

7. With respect to Claim 2, Dellert further teaches it is the individual user who 
receives said image and prints said document (Col. 9 lines 23-34). 

8. With respect to Claim 3, Dellert further teaches said document is a photo 
identification document (Col. 3 lines 23-49). 
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9. With respect to Claim 5, Dellert does not explicitly disclose the governmental 
agency is a motor vehicle licensing agency, and the image is a driver license photo. 

However these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The soliciting, receiving 
and printing would be performed the same regardless of the agency being a motor 
vehicle licensing agency and the image being a driver license photo. Thus, this 
descriptive material will not distinguish the claimed invention from the prior art in terms 
of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to have the governmental agency be a motor vehicle 
licensing agency, and the image being a driver license photo because such data does 
not functionally relate to the steps in the method claimed and because the subjective 
interpretation of the data does not patentably distinguish the claimed invention. 

1 0. With respect to Claim 1 1 , Dellert teaches a method of distributing a trusted 
image, comprising: 

at an agency, receiving an electronic request for an archived personal image 
from an individual depicted in said image(Col. 8 line 53 - Col. 9 line 6, Col. 9 lines 25-34 
and Col. 1 lines 4-9: hub station, which archives the users personal images, 
electronically receives user request for an image to request an image or images. The 
scope of photography and user's photographs would include images depicting the user); 

electronically transmitting said image to said individual (Col. 9 lines 23-34). 
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1 1 . With respect to Claim 27, Dellert teaches printing said document at a home of 
said individual user (Col. 9 lines 23-34). 



12. Claims 4, 6-9, 12-15 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dellert in view of U.S. 5,841 ,886 by Rhoads (Rhoads). 

13. With respect to Claim 4, Dellert does not explicitly disclose said document is an 
identification badge. 

Rhoads teaches identification documents can include identification badges (Col. 
1 lines 27-34 and Col. 6 lines 44-57). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Dellert and modify it as indicated 
by Rhoads such that said document is an identification badge. One would be motivated 
to have this as identification badges are desirable and widely used for identification 
purposes (In Rhoads: Col. 1 lines 27-34 and Col. 6 lines 44-57). 

14. With respect to Claim 6, Dellert does not explicitly disclose said image is 
processed with an identification code by the governmental agency. 

Rhoads teaches an image can be processed with an identification code (Col. 1 
lines 46-67 and Col. 7 lines 30-54). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Dellert and modify it as indicated 
by Rhoads such that said image is processed with an identification code. One would be 
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motivated to have this, as it enhances the security of photo identification documents (In 
Rhoads: Col. 7 lines 4-11). 

1 5. With respect to Claim 7, Dellert teaches all the limitations of Claim 1 , but does 
not explicitly disclose said image is digitally watermarked with a plural-bit code by the 
governmental agency. 

Rhoads teaches an image can be digitally watermarked with a plural-bit code 
(Col. 1 lines 46-67 and Col. 7 lines 30-54). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Dellert and modify it as indicated 
by Rhoads such that said image is digitally watermarked with a plural-bit code by the 
governmental agency. One would be motivated to have this, as it enhances the security 
of photo identification documents (In Rhoads: Col. 7 lines 4-11). 

16. With respect to Claim 8, Dellert further teaches said plural bit code serves to 
identify the individual user's name (In Rhoads Col. 1 lines 46-67 and Col. 7 lines 30-54). 

1 7. With respect to Claim 9, Dellert further teaches said plural-bit code comprises an 
index into a data structure in which the individual user's name is stored (In Rhoads Col. 
1 lines 46-67 and Col. 7 lines 30-54). 

18. With respect to Claim 12, Dellert teaches all the limitations of Claim 1 1 , but does 
not explicitly disclose processing said image with an identification code prior to said 
electronic transmission. 

Rhoads teaches an image can be processed with an identification code (Col. 1 
lines 46-67 and Col. 7 lines 30-54). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Dellert and modify it as indicated 
by Rhoads such that said image is processed with an identification code prior to 
electronic transmission. One would be motivated to have this, as it enhances the 
security of photo identification documents (In Rhoads: Col. 7 lines 4-11). 

19. With respect to Claim 1 3, Dellert teaches all the limitations of Claim 1 1 , but does 
not explicitly disclose digitally watermarking said image with a plural-bit code prior to 
said electronic transmission. 

Rhoads teaches an image can be digitally watermarked with a plural-bit code 
(Col. 1 lines 46-67 and Col. 7 lines 30-54). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Dellert and modify it as indicated 
by Rhoads such that said image is digitally watermarked with a plural-bit code prior to 
electronic transmission. One would be motivated to have this, as it enhances the 
security of photo identification documents (In Rhoads: Col. 7 lines 4-11). 

20. With respect to Claim 14, Dellert further teaches said plural bit code serves to 
identify the individual user's name (In Rhoads Col. 1 lines 46-67 and Col. 7 lines 30-54). 

21 . With respect to Claim 15, Dellert further teaches said plural-bit code comprises 
an index into a data structure in which the individual user's name is stored (In Rhoads 
Col. 1 lines 46-67 and Col. 7 lines 30-54). 
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22. With respect to Claim 28, Dellert does not explicitly disclose obtaining from a 
database maintained by said governmental agency a name of said individual user, and 
printing said obtained name on the document. 

Rhoads teaches obtaining from a database a name of said individual user and 
printing said obtained name on the document (In Rhoads Col. 1 lines 46-67 and Col. 7 
lines 30-54). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Dellert and modify it as indicated 
by Rhoads such that it further comprises obtaining from a database maintained by said 
governmental agency a name of said individual user, and printing said obtained name 
on the document. One would be motivated to have this, as it enhances the security of 
photo identification documents (In Rhoads: Col. 7 lines 4-11). 

» 

Response to Arguments 

23. Applicant's arguments filed 01/09/2007 have been fully considered but they are 
not persuasive. 

24. Applicant argues on page 2 of the remarks - "The Office stretches too far in 
arguing that Kodak and the government are both agencies, thereby rendering one to be 
obvious over the other" 

a. Examiner's response - The examiner asserts that a broadest reasonable 

interpretation has been made that is consistent with the specification. The 
examiner interprets the claimed agency as being an organization or company 
providing a service to another, particularly a service providing an electronic 
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image upon user request as seen in the specification and claims. As such, 
clearly the Kodak organization disclosed in Dellert can be considered an 
"agency". Applicant's own description of Kodak states that Kodak is a service 
provider, providing services to consumers, the services related to electronic 
access to images (See page 2 of the 01/09/2007 remarks), 
b. In relation to applicants remarks concerning enablement (Page 7 of the 
05/02/2006 remarks), the examiner is not asserting that those remarks alone 
establish obviousness. The examiner asserts that those remarks provide 
evidence of obviousness when considered in combination with the teachings of 
Dellert. In relation to the time of the invention, note the following: 

"A conclusion of lack of enablement means that, based on the evidence 
regarding each of the above factors, the specification, at the time the 
application was filed , would not have taught one skilled in the art how to 
make and/or use the full scope of the claimed invention without undue 
experimentation. In re Wright, 999 F.2d 1557,1562, 27 USPQ2d 1510, 
1513 (Fed. Cir. 1993)." (MPEP 2165.01(a)) 
As such, applicant's statement, "However, an artisan would recognize that an 
image archive (e.g., database) is the same, whether it is maintained by a state 
DMV, or by Google." (Page 7 of 05/02/2006 remarks), is specific to the time the 
invention was made. 



25. Applicant argues on page 2 of the remarks - "Moreover, in Dellert, it is the 
consumer who owns the image.... Dellert teaches providing a consumer with electronic 
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access to images that the consumer owns. In contrast, image archives maintained by 
governmental agencies are not commercial repositories for images owned by 
consumers. The images are owned by the government." 

c. Examiner's response - The claims do not include limitations regarding the 

ownership of the images or any particularly attributes of "image archives 
maintained by government agencies". 

d. Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1 1 81 , 26 USPQ2d 1 057 (Fed. Cir. 1 993). 

26. Applicant argues on page 3 of the remarks - "Limitations in claim 5 have been 
improperly disregarded by the Office, as "descriptive. "Applicant respectfully disagrees. 
The "descriptive" case law cited in the Action involves information printed on, or stored 
on, a physical medium. Gulack involved nonfunctional matter printed on a substrate. 
Lowry involved a data structure stored in a memory. (Moreover, Lowry's claim was 
found patentable by the CAFC: "The Board erred by denying patentable weight to 
Lowry's [claim] limitations. ")" 

e. Examiner's response - The principles of the cited case law still apply when 

one analyzes the claim language. Particularly, claim 5 is dependent on claim 1 . 
Claim 1 discloses both a "government agency" and a "image". An image is 
solicited from the government agency and received from the government agency. 

f. Claim 5 states that the government agency is a "motor vehicle licensing 
agency". The steps of contacting, soliciting, receiving and printing as claimed in 
claim 1 , are not altered or responsive to the government agency being a "motor 
vehicle licensing agency". The steps would be performed the same regardless of 
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the government agency being a "motor vehicle licensing agency". As such, the 
"motor vehicle licensing agency" language is only describing the type of agency 
and is therefore descriptive material and does not patentably distinguish the 
claimed invention. 

g. Claim 5 states that the image is a "driver license photo". The steps of 
contacting, soliciting, receiving and printing as claimed in claim 1, are not altered 
or responsive to the image being a "driver license photo". The steps would be 
performed the same regardless of the image being a "driver license photo". As 
such, the "driver license photo" language is only describing the type of image and 
is therefore descriptive material and does not patentably distinguish the claimed 
invention. 

Conclusion 

27. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lazaro whose telephone number is 571-272- 
3986. The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on 571-272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




David Lazaro 
March 5, 2007 
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